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UYisNexif (TM) HEADNOTES- Core Concepts: 

OPINIONBY: 

MARKEY 

OPINION; ril44J 

MARKEY, Chi??f Judet. 

Thi-^ w from a dficiston of the Patent Office 

Board of Appeals which upheld the examiner's rejection 
of all of appellants' claims under 35 USC 1 12. No appeal 
was taken with respect to claim 13. The case presents 
the question of whether a three-component composition 
claim wtiich recites the amounts for the components as 
20 to 80% by weight, 20 to 80% by weight, and I to 25% 
by weight, embracing ii iheurelical composition having 
a total weight of 101%, is sufficiently definite to satisfy 
Che requirements of 35 USC 1 1 2, second paragraph. Wc 
conehide that it in. Accordmgly, the decUicnt below is 
reversed. 

The Invention 

The parties have agreed that all of the claims stand or 
M\ with independent claim U which is represent;)tive: 

1. As an article of commerce, a resin system with 
reduced polymerization shrinkage in bulk moldmg com- 
pDimds and sheet molding compounds to yield improved 
surface smoothness characteristics, said resin system 
comprising 

(a) 20 lo 80% by weight gf an [*] un»titiiruu::d pglycsicr 
having a molecular weight per double bond factor of 
142 to 2 IS, said polyester formed a$ the (**2J poly- 
condensation product of at least one [*S unsaturated di- 
carboxylic acid or anhydride and at least one dihydric 



alcohol or alkaline oxide w-ith the proviso that up to 22 
mol percent of said ethyleoically unsaturated dicaiboxylic 
acid can be replaced by saturated dicarboxylic acid, 

(b) 20 to 80% by weight of an cthylcnically unsatu- 
rated monomer system comprising at least one member 
of the group consisting of styrene and styrenes having 
hydrocartx>n group ring substitutioi^, the balance of said 
system comprising less than 50% of at least one member 
of the grtHip consisting of lower alkyl esters of acrylic 
and mcthaciy^^ ^"d, alphamethylstyr^nc, cyclic aciy- 
lates and methacrylates, 1*1145] beozyl methacrylatcs 
and aciylates, bicyolic acrylates and mcdiacryiates^ halo- 
genated styT«nes» alkaline dimethacrylates, and diallyl 
phthalatc and, 

(c) 1 to 25% by weight of an acid functional therrao- 
pla>;ti£ addition polymer containing O.l to 5% by weigh I 
acid groups, said thermoplastic addition polymer charac- 
tcrizod as sohible in (b) or in mixtures of (a) and (b), 

said resin system being at least partially heteroge^' 
neous when cured. 

Appellants' specification spells out broad, as well 
I**31 as preferred and most preferred, rangei^ for his 
composition which, like those of claim \ , would together 
total more than 100% if the maximum amount of one 
rringc were Aelected together with the minimum amotmts 
of the ranges specified for the remaining components. 

The Board Opinion 

The board (Examlner-in-Chief Witherspoon dissent* 
ing) upheld the examiner's rejection for ^ling to satisfy 
the requirements of Ac second paragraph of 35 tJSC 1 1 2. 
Bulh the exmciifier aitd Uic board observed tliat by select- 
ing the maximum amount of conqjonent (a) or (b) even 
the minimum amounts specified for the remaining com- 
ponents would result in a composition exceeding 100% 
for the total weight, a mathematical inconsistency. 
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The board distinguished the situation presented by 
the rejected claims fifom that in which all of tiiC figures 
in a Specified range for a component of a composition 
are mathematically "possible" if appropriate percentages 
within the ranges specified for the remaining components 
are selected, as would be the case were all ihfee compo- 
nents to cover the range of 1 0% to 80%. Although in Such 
a case the claims might theoretically include hypotheti- 
cal compositions containing more than 100% V^M (i.e.» 
if the maximum fof each component were selected, the 
TTsult would be a cottiposition containing 240%, an ab- 
surdity), the board observed, *the upper Innit of 80% for 
one component wotild be possible by selecting the lowest 
limit of 10% for each of the Other two components." 

Looking to the spccificatiOT] for assistance in correct- 
ing or modifying the claimed ranges, the board com- 
mented: 

Wc arc undhle to a<u;ertajn from a study of the speci- 
fication which of the iDconsistcnt figures are in error and 
which arc correctly fixed for some good reason. We can- 
not determine the reason for or the validity of the upper 
limits of S0% or the lower limits of 20% and 1%. The 
working examples are of no assistance in this respect be« 
causc» of course, the three components add up to 1 00% yet 
they do nvt appruauh the mimerical limits of die claims to 
demonstrate criticality hi 80%, 20%, « 1%. This is a case 
of confusion arising from apparemly arbitrary selection of 
figures without adequate regard for dieir interrelationship. 

Examiner-in-Chief Witherspoon filed a dissenting 
opinion. 

In view of its commendable brevity, wc set forth the 
relevant portion thereof in its entirety: 

Mathematics; f^^S] aside, I am convinced the public 
would not be confUscd as to what subj ect matter is circum- 
iiCnbed by appellairits claims, In re Moore et al., 430 F_2d 
1232, 169 USPQ 236, 238 (CCPA mi> The require- 
THCTits of the claims are clear: that each of three physical 
$ub$tance5; desig;nated (a), (b) and (c) be present and that 
the amount of each be somewhere within the specified 
range. Since it can be readily ascertained whether a given 
resin system meets these two conditions, it should be clear 
whether such composition would or would not infcinge (if 
made, used or sold or would Or would not anticipate (if 
found to be prior). This is none^eless the case bct;ause» in 
an arithmetic sense* a total of 10 1 % may be obtained from 
a reading [*1146] Of the Claims. Subject maner which 
cannot exist in fact can neither anticipate nor bfHnge in 
law. 

The board's opinion contains this response to the fore- 
going dissent: 



We do not agi^ with the opinion of Fxaminer- 
in-Chief Withercpoon that anticipation or infringement 
would be clear. If, for example, an allegedly anticipatory 
or infringing composilioo were made up of 80% (a), 19- 
1/2% (b), and 1/2% (cX aKJcllanl might well argue that 
such a composition l**fl docs not anticipate because of 
low amotmts of (b) and (c) yet does ir^fhnge because some 
adjustment of (b) and (c) is necessary within the ovexall 
Iknit of 100%. 

OPINION 

Our inquiry is restricted to the determination of 
whether the claims comply with the second paragraph 
of section 112. Applying the analysis set forth in In rc 
Moore. 58 CCPA 1042. 439 F.2d 1232, 169 USPQ 236 
( 1 97 1 ), wc must first detcnnine whether the instant claims 
"set out and circumscribe aparticular area with a rxrason- 
able degree of precision and particularity." 

As we observed in Moore, claimt^ itre not to be con- 
sidered in a vacuum, "but always in light of the teachings 
of the prior art and of the particular application disclosure 
asi it would be interpreted by one poftKeft.<ting the ordi- 
nary level of skill in the pertinent art** When considered 
in i^c light of the prior uri and the specification, cUims * 
otherwise indeltnite may be found reasonably definite. 
Similarly, claims considered definite on their face may 
be found to be deficient under .^.S I JSC 1 1 2, second para- 
graph. See In Cohn, 58 CCPA 996, 438 F.2d 9S9. 169 
USPQ 95 (1971). 

Wc find that one having ordinary skill in this art would 
have no difficulty 1**71 ascertaining the subject matter 
encompassed within the scope of the appealed claims. 

Ahhougfa wc, like the boaid, arc Inclined to question 
the wisdom of appellants' selection of upper and lower 
limits for the components of his claimed eompu&ition, we 
cannot agree with the board^s ultimate determination to 
sustain the examiner's rejection of the claims as "reading 
on" compositions confining mote than 100% by weight 
of the components. Clearly, a rejection based on indef- 
initeness cannot stand simply because the proportions 
actually recited in the claims may be read in theory to 
include compositions tiiat arc impossible In fact to for- 
mulate. In this regard wc agree fully with Exaniiiicr- 
in-Chief Withcrspoon's observation that, "[subject] mat- 
ter which cannot exist in fact can neither anticipate nor 
infringe in law." 

We do not find that determination of anticipation or 
infringement is rendered any less certain by appellants' 
claimed ranges. The board's example of a composition 
conuiningSO%(a), 1 9- 1/2% (b) and l/2%(c} falls plainly 
outside the language of the claims. Whether the board's 
example, or aiiy other composition containing an amount 
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of at lca9t one component outside its |**8] specified 
mge, would infringe appellants' claims or render them 
unpatentable, is determinable by application of precisely 
the same wcU-rccognized criteria as arc applied with re- 
spect to aU patent claims. 

Insofar as the board's decision is based on appellants' 
alleged failure to demonstrate criticaKty for his selection 
of claimed ranges, wc again must disagree. Wc note in 
this regard that thet^e are no outstanding rejection^ based 
on prior art. When an applicant seeking a patent for a 
chemical composition claims a range of proportions for 
various elements thereof, he need not demonstiBte the crit- 



icality of his selecticm of a particular range unless such 
criticality is essential to non-obviousness. 

In view of the foregoing, it is unnecessary to rule on 
the propriety of the board's refusal to consider certain new 
aiguments raised by appellants for the first time on oral 
hearing before the board. 1*1147J 

The decision of the Ptitcra Office Board of Appeals 
sustaining the rejection of claims 1,^12, 14-22, and 24- 
28 under the second paragraph of 35 USC 112 1**9] is 
reversed. 

REVERSED 
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